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DETAILED ACTION 

This Office Action is in Response to the Request for Continued Examination filed 
March 28, 2007. All previous rejections have been withdrawn unless state below. All 
new rejections are necessitated by amendment. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 

Claim Rejections - 35 USC S 112 - Indefinites 

Claims 1-4, 7-10 and 12-17 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1) Claims 1-4, 7-10 and 12-17 recite the term "polymeric". The term "polymeric" is 
not consistent with the recitation of a "monomer". The Examiner suggests deleting the 
term "polymeric". 

2) Claims 1-4, 7-10 and 12-17 recite the limitation "a ratio". The term ratio means 
the relationship of one amount to another. The instant claims only recite one amount of 
one component and not the relationship of two amounts therefore making the claim 
indefinite. 
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Claim Rejections - 35 USC S 103 - Obviousness (New rejections) 

1) Claims 1-2, 6-7 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamamoto et al. (US 5,530,038). 

Yamamoto et al. disclose a curable composition comprising a polynierizable 
monomer having an acidic group and an initiator. The compositions have a viscosity 
ranging from 100 to 30,000 cP at 37°C (see Abstract). The monomers include 
triethylene glycol dimethacrylate (col. 8, line 9), which, may be considered a 
multifunctional monomer. Solvents include organic solvents or aqueous organic 
solvents such as ethanol and acetone, which are volatile solvents (col. 11, lines 19-23). 
The compositions may further contain other polymerizable monomers and a filler (col. 7, 
lines 50-52). The composition is applied to the teeth after applying a primer composition 
and light cured. The primer composition comprises a solvent as above that may 
comprise 30 to 90%; a monomer having an acidic group in its molecule such as 10- 
(meth)acryloyloxydecyl acidophosphate (col. 4, lines 22-31) which appears to be the 
same as 10-(meth)acryloyloxydecyl dihydrogen phosphate of the instant claims; and a 
polymerizable monomer such as 2-hydroxyethyl (meth)acrylate that may comprise 1 to 
15% by weight of the primer composition (col. 12, lines 17-53). The compositions of the 
reference and the compositions of the instant claims appear to have over lapping 
viscosities. The viscosities of the reference will be higher at a lower temperature such 
as 30°C and will still appear to overlap the range of the instant claims. The reference 



Application/Control Number: 10/530,558 Page 4 

Art Unit: 1614 

differs from the instant claims insofar as it does not disclose the viscosity at a 
temperature of 30°C. 

The selection of an optimum value from within a disclosed range is ordinarily 
within the skill of the art. See In re Boesch . 617 F.2d 272, 205 USPQ 215 
(CCPA 1980). It would have been obvious to one of ordinary skill in the art to have 
picked a viscosity value within the range of 100 to 30,000 cP at 37°C motivated by the 
desire to optimal conditions for applying the compositions to the teeth as supported by 
cited precedent. 

2) Claims 3-4 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. (US 5,530,038) in view of Kohler et al. (US 6,251 .963). 

The primary reference, Yamamoto et al., is discussed above. Different types of 
initiators may be used polymerize the compositions. The reference differs from the 
instant claims insofar as it does not disclose using an acyiphosphine oxide as a 
photoinitiator or a compound such as dipentaerythritol as a polyfu notional monomer. 

Kohler et al. disclose compositions that may be used for dental applications. The 
compositions comprise acylphosphines such as 2,4,6-trimethylbenzoyl-diphenyl- 
phosphine oxide (col. 6, lines 63-67). The photoinitiators can be incorporated readily 
and are capable of curing photopolymerisable compositions effectively without extreme 
yellowing phenomena (col. 1 , lines 20-24). The monomers that are susceptible to 
polymerization by these compounds include include monomers such as dipentaerythritol 
pentaacrylate, dipentaerythritol hexaacrylate and pentaerythritol-modified triacrylate 
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(col. 9, lines 1-5). The reference differs from the instant claims insofar as it does not 
disclose using the photoinitiators and monomer in a two dental kit. 

It would have been obvious to one of ordinary skill in the art to have used the 
photoinitiators and monomers in the compositions of the primary reference motivated by 
the desire to use a photoinitiator that would not cause yellowing of the teeth when used 
to polymerize a dental composition and to use a monomer that was susceptible to 
polymerization by the photoinitiator. as supported by the secondary reference. 

Claims 1-4, 6-10 and 12-15 are rejected. 
No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lezah W. Roberts whose telephone number is 571-272- 
1071 . The examiner can nonnally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin H. Marschel can be reached on 571-272-0718. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Lezah Roberts Frederick Krass 

Patent Examiner y Primary Examiner 
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